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EU Defendant/UK Mark 1

e An alleged tortious act in the UK
e Brussels Regulation
e Article 4 (1): sue in place of domicile

e Article 7(2) in matters relating to tort...in the courts of the place where the
harmful events occurred or may occur

e Article 24(4) in proceedings concerned with the registration or validity of trade
marks...the courts of the Member State of registration.




EU Defendant/UK Mark 2

...where the harmful events occurred or may occur...

Hgntage

e AMS Neve v Heritage Audio [2016] EWHC 2563 =" Audio

TS SUPPORT WHERETOBUY CONTACT

Heritage Audio 1073

“The name says it all . First introduced by Neve in 1970 it has been
reproduced by many others since then, most notably BAE Audio and AMS-
Neve. We are proud to introduce what, to our knowledge, is the most
historically accurate reproduction ever made using the same exact
components, specifications and, equally important, same time consuming
construction techniques, our 1073 looks and sounds as good as a Rupert
Neve era 1073 module, and will last as long.”

name says it all . First introduced by Neve in 1970 it has been reproduced by mar




EU Defendant/UK Mark 3

...where the harmful events occurred or may occur...

0 (:/m‘éri age
e AMS Neve v Heritage Audio [2016] EWHC 2563 . ﬁ Audio
e Mines de Potasse d’Alsace [1976] — river effluent 0

e \Wintersteiger v Products 4U [2012] — ski equipment
online

e Pinckney v Mediatech [2014] - jewellery
e Coty v First Note Perfumes [2014] - perfume
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EU Defendant/EU Mark 1

e An alleged infringement in the UK

e EUTMR: Article 125(1) — if defendant is domiciled in the EU, in its country of
domicile

e Article 125(3) If the defendant is not domiciled in the EU, in the claimant’s
domicile.

e |[f neither the defendant nor the claimant is domiciled in the EU, in Spain.

® Proceedings may also be brought in the Member State in which the act of
infringement has been committed or threatened.




EU Defendant/EU Mark 2

“in which the act of infringement has been committed or threatened
Heritage Audio: IPEC, applying Coty - just where the act is committed

CoA - “the claimant might be forgiven for thinking...”

AG on a referral — “targeting”
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Non EU Defendant/UK Mark 1

e An alleged infringement in the UK

e Permission to serve out of jurisdiction
— Real prospect of success on the merits
— Good arguable case within the jurisdictional gateways — para 3.1 of PD 6B

e Gateways:
— Injunction sought in the jurisdiction
— Damage suffered in the jurisdiction
— Enactment allows proceedings to be brought here




Non EU Defendant/UK Mark 2

Easygroup v Easyfly [2018] EWHC 3155

OEO®®®®

24-HOUR CUSTOMER
SERVICE

We provide 24 hour customer service




Non EU Defendant/UK Mark 3

e Real prospect of success on the merits

e Need to look at targeting
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Non EU Defendant/EU Mark

e Treated the same as UK Mark — i.e. real prospect of success + gateways

e |s that right? Either way you get to targeting.
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AG in Heritage
Audio?
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Targeting 1

intention to target

look and feel of website
ravelplans g gljciting custom

international clientele
currency

" targeting UK consumers

objectively targeted

characteristics of goods telephone numbers
UK on mapl/list

advertising puff

UK visits to website

top level domain

website acceEsibiIity




Targeting 2

Easyfly:

“Our network provides a global reach for customers in Africa, Europe, North
America, South America, the middle East, South East Asia and North Asia”

“We foresee greater business opportunities lying ahead in the international
air-cargo market as well...”




Targeting 3

Argos Limited v Argos Systems Inc [2018] EWCA 2211

g =) http://argos.com/ D - O H -Argos Systems, Inc. x | |
File Edit View Favorites Tools Help
X 8«

s Vertex BD

Products Home Building Cold-Formed Steel Framing Videos Pricing & Free Trial
Vertex BD is an advanced building information modeling (BIM) scftware for wood and cold-formed steel framed
residential and light commercial construction. Utilizing BIM technology, this stand alone software application maximizes
productivity and accuracy by generating architectural and structural drawing sets, fabrication drawings, material
reports, manufacturing data, and marketing renderings all from one source. It is a full architectural house design

software, home building software, light commercial building software, frame detailing, and panel fabrication scftware, all
packaged together.

Argos Systems, Inc. © 1991-2016







